The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.
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DECI SI ON ON_APPEAL

This is a decision on appeal fromthe exam ner's refusal
to allow clainms 1-12 and 20-28, which are all of the clains
pending in this application. Claim1l was anended in an
amendnent filed January 29, 1996 (Paper No. 10), with the
brief (Paper No. 9).

BACKGROUND
The appellants’ invention relates to a wistband (cl ains

1-12 and 23-27) and a nethod of facilitating paynent for goods
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or services at an anusenent park (clainms 20-22 and 28). An
under st andi ng of the invention can be derived froma reading
of exenplary clainms 1 and 20, which appear in the appendix to
appel l ants' brief.

The prior art references of record relied upon by the

examner in rejecting the appealed clainms under 35 U.S.C. §

103 are:

Twent i er 3, 153, 869 Cct. 27, 1964
Hansen, Sr. (Hansen) 4,879, 162 Nov. 7, 1989
Melin et al. (Melin) 5,279, 057 Jan. 18, 1994
Ohno 552, 656 Jul . 28, 1993

(Eur opean patent application)

The following rejections are before us for review.

(1) dains 1-12 and 20-28! stand rejected under 35 U.S.C
8§ 112, second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter
whi ch appellants regard as the invention.

(2) Clainms 1-4, 12, 20-22 and 28 stand rejected under 35
U.S.C. §8 103 as being unpatentable over Melin in view of

Hansen.

1 The rejection of clains 23-28 under 35 U.S.C. § 112 was added as a new
ground of rejection in the exam ner's answer.
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(3) Claim 3 stands rejected under 35 U.S.C. 8§ 103 as
bei ng unpatentable over Melin in view of Hansen and Ohno.

(4) Cains 10, 11, 26 and 27 stand rejected under 35
U.S.C. §8 103 as being unpatentable over Melin in view of
Hansen and Twenti er.

Reference is made to the brief, first reply brief and
second reply brief (Paper Nos. 9, 12 and 18) and the answer
and suppl enental answer? (Paper Nos. 11 and 17) for the
respective positions of appellants and the exam ner with
regard to the nerits of these rejections.

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to appellants' specification and cl ai s,
to the applied prior art references, and to the respective
positions articul ated by appellants and the examner. As a
consequence of our review, we nmake the determ nati ons which
foll ow.

The indefiniteness rejection

2 The paper entitled "EXAM NER S ANSVER' nmil ed August 17, 1999, is in
fact, a suppl enmental answer.
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The purpose of the second paragraph of 35 U.S.C. § 112 is
to provide those who woul d endeavor, in future enterprises, to
approach the area circunscribed by the clainms of a patent,
wi th adequate notice demanded by due process of law, so that
they may nore readily and accurately determ ne the boundaries
of protection involved and evaluate the possibility of

i nfringement and dom nance. |In re Hammack, 427 F.2d 1378,

1382, 166 USPQ 204, 208 (CCPA 1970). Accordingly, the | egal
standard for definiteness under the second paragraph of 35
US.C 8 112 is whether a claimreasonably apprises those of

skill in the art of its scope. See In re Warnmerdam 33 F. 3d

1354, 1361, 31 USPQRd 1754, 1759 (Fed. Cir. 1994).

Clains 1-12 and 23-27

Wth regard to clainms 1-12 and 23-27, the examner's
position, as stated on page 3 of the answer, is as follows:

In claiml1l, the phrase "an el ongated
strip...which is tear resistance [sic: resistant]
but will tear conpletely if subjected to a force
whi ch woul d j eopardi ze the safety of the wearer in
an amusenent park environnent" is indefinite because
t he applicant does not claimnor disclose the
magni tude of the "force which would jeopardize the
safety of the wearer in an anusenent park."
Specifically, the applicant does not claimor
di scl ose structure to support the above functional
| anguage. The applicant does not disclose the
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specific material in which the wistband is made,
the mnimumforce required to tear the wi stband
conpletely, or the force which would jeopardize the
wearer of the wistband. |In addition, since the
force required to tear the wristband conmpletely

wi t hout jeopardizing the safety of a wearer may vary
for person to person depending on the size, age,
and/ or physical condition of the wearer, the
positive recitation of the force which would

j eopardi ze the safety of the wearer in an anusenent
park is indefinite.

I n response, appellants argue on page 5 of the brief that

[i]t is not the magnitude of the force which is

significant, it is that the wistband be engi neered

so that whatever the magnitude of the force turns

out to be (and safety standards may change from year

to year, and fromchildren to adults) that the

wri st bands tear conpletely if subjected to such a

force.

Claim1l recites a strip of a first material "which is
tear resistant but will tear conpletely if subjected to a
force which would jeopardize the safety of the wearer in an
anmusenment park environment if it did not tear."”™ W understand
this [imtation to nean that the wistband strip will tear
conpletely if subjected to any force which woul d jeopardize
the safety of the wearer if it did not tear. An issue before
us in this appeal is whether appellants' clains, when read in
i ght of the underlying disclosure, apprise one of ordinary

skill in the art what degree of tear resistance (i.e., the
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force required to tear the strip) is necessary to fall within
the scope of the clainmed subject matter. The only gui dance
provi ded by appellants' specification® aside froma statenent
which nmerely reiterates the claimlanguage itself (page 2), is
a disclosure that "[o]ne ideal material for the strip 11 is

ei ght poi nt Kl MDURA wat er proof paper avail able from Ki nberly
Clark" (page 7, lines 8-10)4 W cannot glean from
appel l ants' specification any fair understanding of the forces
in the intended environment which would be deened to
"jeopardi ze the safety of the wearer” if the strip did not
tear or, indeed, a standard for determ ning what constitutes

j eopardy of safety so as to enable one of ordinary skill in
the art to ascertain the netes and bounds of the clained

invention.> Moreover, appellants have not argued, |et alone

3 Wen words of degree are used in aclaim it is necessary to deternne
whet her the specification provides sone standard for neasuring that degree.
See Seattle Box Conmpany, Inc. v. Industrial Crating & Packing, Inc., 731 F.2d
818, 826, 221 USPQ 568, 573-74 (Fed. Gr. 1984).

4 1n this regard, the examiner's statement, quoted supra, that
appel l ants do not disclose the specific material fromwhich the wistband is
made is inaccurate.

5 From our poi nt of view, appellants' reliance (brief, page 6) on In re
Caldwel |, 319 F.2d 254, 138 USPQ 243 (CCPA 1963) (at issue was a limtation
involving an effective amount of aspirin to pronote growth) and In re Marosi,
710 F.2d 799, 218 USPQ 289 (Fed. Gr. 1983) ("essentially free of alkali
(conti nued. . .)
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shown by evidence, that there are any established standards
known to those of ordinary skill in the field of appellants’
invention for determ ning the acceptabl e range of tear
resi stance to achieve the recited function. 1In this regard,
appel lants' brief (page 5) refers to "safety standards [which]
may change from year to year, and fromchildren to adults,”
but does not point to any such established safety standards.
VWi | e appel l ants' specification discloses one exanple of an
i deal paper (eight point KIMDURA waterproof paper) for use in
the invention and while the tear resistance of that paper is
presumably known in the art, the reference to one exanple
which falls within the scope of the invention is not
sufficient, alone, to establish the full range of tear
resi stance covered by the clains.

For the foregoing reasons, it is not apparent to us how

one of ordinary skill in the art would be able to determ ne

5(...continued)
netal" limtation not indefinite) is msplaced, in that those cases invol ved
functional limtations which were not per se critical to the invention and
were of such a nature that one of ordinary skill in the art would readily be
able to ascertain whether or not a particular structure or process net those
limtations. |In contrast, appellants' specification (page 2, lines 9-12 and
25-27) and argunents (brief, page 8) illustrate that the degree of tear
resistance is a critical feature of appellants' invention
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whet her a particular strip of material, other than eight point
KI MDURA paper, would be covered by independent claim11 or
claims 2-12 and 23-27 which depend therefrom For exanple, as
di scussed infra, it is inpossible to determne with any
certainty whether the tear resistant glass fibre-reinforced
paper of Melin, while not disclosed as having a safety rel ease
feature, inherently possesses the degree of tear resistance
required by these clainms. We therefore conclude that clains
1-12 and 23-27 fail to reasonably apprise one of ordinary
skill in appellants' field of invention of their scope and
t hus do not neet the definiteness requirenent of the second
paragraph of 35 U.S.C. § 112.

Accordingly, we shall sustain the exani ner's rejection of
claims 1-12 and 23-27 under the second paragraph of 35 U S.C
§ 112.

Clainm 20-22 and 28

The exam ner's bases for rejecting clainms 20-22 and 28
under the second paragraph of 35 U . S.C. § 112 are that (1)
appel lants do not claimstructure to support scanning the bar
code and (2) it is unclear how the bar codes are related to a
particul ar amount of goods and services (answer, page 3).

8



Appeal No. 1998-0408
Application No. 08/176, 861

As to the first basis, we perceive no requirement in the
second paragraph of 35 U.S.C. § 112 that a nmethod claim
explicitly recite the structure used to performthe recited
met hod steps. From our perspective, to the extent that a
particul ar known structure (e.g., a bar code reader) is
inherently required to performthe scanning step, recitation
of the scanning step inplicitly includes the use of such
structure.

Wth regard to the second basis, it is not clear to us
exactly what the exam ner considers to be lacking in the claim
and the exam ner has not further elaborated in this regard.

In Iight of the underlying disclosure and the preanbul ar

| anguage of claim 20 directed to a "nmethod of facilitating
paynment for goods or services," we understand the "relating"
step to be a step of associating with the bar coding on the
wri stband a dollar or other credit amount which can be applied
for the payment of goods or services purchased by the wearer.
Whil e the particular claimlanguage sel ected by appellants nay
be | ess precise than desired, in that it refers to a
particul ar ambunt of goods or services rather than a
particul ar anount (of noney or other credit) for goods or

9



Appeal No. 1998-0408
Application No. 08/176, 861

services, it is our opinion that one of ordinary skill in the
art reading the specification and clains as a whole would
understand what is neant by this claimlanguage.

In Iight of the foregoing, we shall not sustain the
exam ner's rejection of clainms 20-22 and 28 under 35 U.S.C.
§ 112, second paragraph.

The obvi ousness rejections

Clainms 1-4, 10-12, 26 and 27

Turning first to the exam ner's respective rejections of
clainms 1-4, 10-12, 26 and 27 under 35 U. S.C. 8§ 103, we have
carefully considered the subject matter defined by these
claims. However, for reasons stated supra, no reasonably
definite neaning can be ascribed to certain | anguage appeari ng

in the claims. As the court in In re Wlson, 424 F.2d 1382,

1385, 165 USPQ 494, 496 (CCPA 1970) stated:
Al'l words in a claimnust be considered in judging the
patentability of that claimagainst the prior art. [If no
reasonably definite nmeaning can be ascribed to certain
terms in the claim the subject matter does not becone
obvi ous --the cl aimbecones indefinite.
I n conparing the clainmed subject matter with the applied

prior art, it is apparent to us that consi derabl e specul ations
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and assunptions are necessary in order to determ ne what in
fact is being claimed. 1In particular, we note that the gl ass
fibre-reinforced paper strip of Melin is "tear-resistant”;
however, in that appellants' specification does not provide
suf ficient guidance determ ning the degree of tear resistance
required to neet the functional (safety) limtation of claim
1, we are unable to ascertain with any certainty whether
Melin's strip inherently possesses the necessary tear

resi stance. Since a rejection based on prior art cannot be

based on specul ati ons and assunptions (see In re Steele, 305

F.2d 859, 862, 134 USPQ 292, 295 (CCPA 1962)), we are
constrained to reverse, pro forma, the exam ner's rejections
of claims 1-4, 10-12, 26 and 27 under 35 U.S.C. § 103. W
hasten to add that this is a procedural reversal rather than
one based upon the nerits of the 35 U.S.C. 8§ 103 rejections.

Clains 20-22 and 28

The exam ner's rationale in rejecting clains 20-22 and 28
under 35 U.S.C. 8 103 as being unpatentable over Melin in view
of Hansen is that,

since Melin and Hansen teaches a waterproof and tear
resistance [sic: resistant] wist band having a bar

11
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code di sposed thereon for use in a fair and since

the relating [of] bar codes to information such as

goods and services utilizing instrunents such as bar

code reader[s] and conputer[s] is old and well known

in the art, the method Iimtation[s] are inherent

[ answer, page 6].

Melin discloses a water resistant paper strip having a
bar code thereon (colum 1, line 61) and, further, appears to
suggest use of such a strip as a linb band for identification
of persons (colum 1, lines 24-29%. Additionally, we accept
the exam ner's assertion that relating bar codes to
i nformation such as goods and services was known in the art at
the time of appellants' invention. However, we find no
teachi ng or suggestion in either Melin or Hansen of using a
wri st band having bar coding in a nethod of facilitating
paynent for goods or services at an anusenent park, including
a step of relating the bar coding of the wistband to a
particul ar anount of [for] goods or services that a human

patron wearer of the wistband is entitled to purchase, as

required by claim?20, and the exam ner has offered no

6 UsS Pat. No. 2,561,894, issued to F. R Wllich on July 24, 1951 and
referenced in Melin, provides such disclosure. W also note of interest the
disclosure in the Wallich patent of a varnish applied over the | egend or nane
inscribed on the band (colum 2, lines 21-28), which appears pertinent to the
subject matter of clains 1-12 and 23-27.
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expl anation as to why such a nethod would inherently result
fromfollow ng the teachings of the applied references.

Rej ections based on 35 U.S.C. 8 103 nust rest on a
factual basis. In making such a rejection, the exam ner has
the initial duty of supplying the requisite factual basis and
may not, because of doubts that the invention is patentable,
resort to specul ation, unfounded assunptions or hindsight
reconstruction to supply deficiencies in the factual basis.

In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA

1967), cert. denied, 389 U. S. 1057 (1968).

For the reasons discussed above, it appears to us that
t he exam ner's obviousness rejection of clainm 20-22 and 28
stens from such specul ati on, unfounded assunpti ons or
hi ndsi ght reconstruction. Accordingly, we cannot sustain the
examner's 35 U S.C. 8 103 rejection of these clains.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 1-12 and 20-28 under 35 U.S.C. 8 112, second paragraph,
is affirmed as to clainms 1-12 and 23-27 and reversed as to
claims 20-22 and 28. The exam ner's decision to reject clains
1-4, 10-12, 20-22 and 26-28 under 35 U.S.C. 8§ 103 is reversed.

13
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Accordingly, the exam ner's decision is affirmed-in-part.

No tine period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).

AEFl RVED- | N- PART

JENNI FER D. BAHR
Adm ni strative Patent Judge
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